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Art Unit: 2811 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

2. Claim 20 is rejected under 35 U.S.C. 102(a) as being anticipated by Kishimoto et 
al. (US Pat. 6603210). 

Regarding claim 20, Kishimoto et al. disclose a multichip module (MCM- see Fig. 1 and 
5a-5c) comprising a semiconductor chip and a plurality of passive elements/chips (see 6 
in Fig. 5a-5c) 

- a substrate (1/2/3 in Fig. 1) 

- an insulating resin layer (9 in Fig. 1) formed on the substrate 

- an inductor (see 6 in Fig. 1 and 5a-5c; Col. 5, line 45) formed/positioned in the 
insulating layer by a first metal terminal/wire terminal (not numerically referenced 
in Fig. 1; see edge metal connections of the circuit element 6 in Fig. 5a-5c; col. 
10, line 7) 

- a capacitor (see 6 in Fig. 1 and 5a-5c; Col. 5, line 45) formed/positioned in the 
insulating layer by a second metal terminal/wire (not numerically referenced in 
Fig. 1 ; see edge metal connections of other circuit element 6 in Fig. 5a-5c; Col. 
10, line 7), wherein the capacitor is isolated from the inductor (see Fig. 5a) 
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- a protective film (4 in Fig. 1) formed on the insulating layer, wherein the 
protective film has first and second openings for exposing the inductor and 
capacitor respectively (see openings in 4 having conductive joint 8 in Fig. 1) 

- first and second wiring patterns respectively (see 3a in Fig. 1) formed within the 
first and second openings; and 

- the first and second wiring patterns formed for connecting to an external source 
and other external source respectively (see 12 in Fig. 1 and 5b) 

(Fig. 1 and 5a-5c; Col. 4, line 60- Col. 7, line 45; Col. 8, line 50- Col. 10, line 55). 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



4. Claims 4-12, 14 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kishimoto et al. (US Pat. 6603210). in view of Maeda et al. (US Pat. 
6582991), Lin et al. (US Pat. 2002/0122244) and Panella et al. (US Pat. 6853559). 
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Regarding claims 4-12, 14 and 21 , Kishimoto et al. teach the entire structure as applied 
to claim 20 above, except the passive elements being of different specifications or being 
formed on the substrate by metal wires. 

Maeda et al. teach a multichip module (MCM) having IC chip 
elements/components wherein the chip components include a variety of active and 
passive components (300 and 200 respectively in Fig. 2) wherein the passive 
component types include conventional resistor, capacitor, etc. each component having 
respective specifications (resistance, capacitance, inductance, quality factor, etc.), 
values and dimensions to provide the desired application requirements (Col. 13, lines 
20-35). Furthermore, the elements/components include those of the same or different 
types (see Fig. 18, 19, etc.) as per application requirements (Col. 28, line 33- Col 30, 
line 15) 

Lin et al. teach a MCM having a variety of conventional passive devices/chip 
components (644 in Fig. 11 A) including capacitor, inductor, etc. wherein the inductor 
and the capacitor are formed on a substrate by spirally disposed metal pattern/wires 
and conventional capacitor configuration including parallel wiring layers/electrode layers 
respectively (see 642a in Fig. 1 1 A and Fig. 10B respectively; section 0072). Lin et al. 
further teach the chip components/passive devices being formed/diced from a wafer 
using a conventional wafer scale processing (sections 0006-00010). 
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Kishimoto et al. further teach the terminals of the passive elements/chips being 
connected by second/external electrodes covered by an insulating/protective resin layer 
(see 12 and 11 respectively in Fig. 1). 

Panella et al. teach an IC system integration comprising active/passive IC 
chips/components including resistor, capacitor, etc. wherein the chips/components 
include those having high/low frequency specifications, the system configuration 
further include the components being configured/divided into groups including high and 
low frequency specifications to provide the desired power/signal and performance 
requirements and improved electromagnetic interference (EMI) protection and thermal 
management (see col. 2, 5, 9, 22-28; Fig. 1-19). 

Furthermore, the determination of parameters such as number of passive 
components, types, grouping according to the specifications including frequency 
characteristics and other performance parameters in a multichip packaging and 
interconnection technology art is a subject of routine experimentation and optimization 
to achieve the desired application requirements, module performance and reliability. 

It would have been obvious to a person of ordinary skill in the art at the time 
invention was made to incorporate the plurality of passive elements having different 
specifications, being formed on the substrate by metal wires and being divided into a 
plurality of groups having mutually different specifications or groups including high and 
low frequency specifications as taught by Maeda et al., Lin et al. and Panella et al. so 
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that the desired device integration, performance and reliability can be achieved in 
Kishimoto et al's MCM. 

Allowable Subject Matter 

5. Claim 22 is allowed. 

Reasons for Allowance 

6. The following is an examiner's statement of reasons for allowance: 

The references of record do not teach either singularly or in combination at least 
the limitations "a passive element chip within the insulating film and being formed on the 
first substrate, and a semiconductor chip within the insulating film and being formed on 
the first substrate" and "wherein the passive element chip comprises a second substrate 
different from the first substrate; an insulating layer formed on the second substrate; 
an inductor formed in the insulating layer by a first metal wire; a capacitor formed in the 
insulating layer by a second metal wire, with the capacitor being isolated from the 
inductor" in a highly integrated module having active and passive components within an 
insulating film on a substrate. 

Response to Arguments 

7. Applicant's arguments with respect to claims 4-12, 14, 20 and 21 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nitin Parekh whose telephone number is 571-272-1663. 
The examiner can normally be reached on 09:00AM-05:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie Lee can be reached on 571-272-1732. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAN or Public PAG. Status information 
for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAG system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to the receptionist whose 
telephone number is 703-308-0956. 
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